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Plaintiff, Joseph Robert Marchese, by and through his counsel, for his Complaint herein 

against Defendant, Milestone Systems, Inc. (“Milestone”), alleges as follows: 

 

I. THE PARTIES 

1. Plaintiff Joseph Robert Marchese is the founder, president, and does business as 

JDS Digital Security Systems LLC (“JDS”), a Michigan limited liability company having its 

headquarters at 59992 Ray Center Road, Ray, Michigan 48096.  JDS Digital Security Systems 

LLC was formerly known as Joe‟s Digital Services LLC. 

2. Upon information and belief, Defendant Milestone Systems, Inc. (“Milestone”) is 

an Oregon corporation with its principal place of business at 8905 SW Nimbus Avenue, Suite 

400, Beaverton, Oregon 97008. 

 

 

II. JURISDICTION 

3. This is an action for patent infringement arising under the Patent Laws of the 

United States, Title 35, United States Code. 

4. The subject matter jurisdiction for this Court is founded upon 28 U.S.C. § 1338 

(patents) and 28 U.S.C. § 1331 (federal question). 

5. Upon information and belief, Defendant is subject to this Court‟s jurisdiction 

because the defendant regularly and continuously engages in substantial sales and other business 

transactions in the Eastern District of Michigan, and has sold infringing products and/or 

committed infringing acts in this District.  Further, the Defendant maintains sales representatives 
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in the State of Michigan including the Eastern District.  The United States District Court for the 

Eastern District of Michigan therefore has in personam jurisdiction over the Defendant. 

6. On its website at www.sbdcompanies.com, Security by Design is listed as 

“Milestone Systems Certified” and image of the Milestone XProtect Software is illustrated.  On 

its website, Security by Design also states that it has a place of business at 269 Walker, Detroit, 

Michigan 48207 and advertises that it added the “Digital Surveillance Systems” at Greektown 

Casino and Hotel in Detroit, Michigan.  Based on the above and upon information and belief, the 

Milestone XProtect Software is used in the Greektown Casino and Hotel in Detroit, Michigan.  

7. On its website, Milestone identifies the following resellers of its products in the 

Eastern District of Michigan:  

i. Johnson Controls, Inc., 49200 Halyard Drive, Plymouth, MI 48170 

ii. SimplexGrinnell, 24755 Halstead Rd, Farmington Hills, MI 48335 

iii. Infinite Technologies, LLC, 3434 Russell Street, Detroit, MI 48207 

iv. Peripheral Vision, 39201 Schoolcraft Rd, Livonia, MI 48150 

 

 

III. BACKGROUND 

8. On May 10, 2005, the U.S. Patent and Trademark Office (“USPTO”) duly and 

legally issued U.S. Patent No. 6,891,566 (“the ‟566 patent”), titled “Digital Video System Using 

Networked Cameras.”  (See Exhibit A, U.S. Patent No. 6,891,566.)   

9. On May 22, 2012, the U.S. Patent and Trademark Office (“USPTO”) duly and 

legally issued U.S. Patent No. 8,185,964 (“the ‟964 patent”), titled “Digital Video System Using 

Networked Cameras.”  (See Exhibit B, U.S. Patent No. 8,185,964.) 
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10. Joseph Robert Marchese is the owner of all right, title, and interest in the ‟566 and 

‟964 patents, including the right to recover for any and all past infringement thereof. 

11. Joseph Robert Marchese, d/b/a JDS Digital Security Systems LLC both designs 

and sells Network Video Recorder (“NVR”) security software management systems.  The work 

includes developing and implementing applications, utilities and solutions for customers in a 

wide variety of industries and markets.  JDS markets and sells the Softsite software suite for the 

security industry. 

12. Joseph Robert Marchese, founder and President of JDS Digital Security Systems 

LLC, is the sole inventor of the ‟566 and ‟964 patents. 

13. On or around February 6, 2004, Milestone scheduled a meeting with Joseph 

Robert Marchese in Detroit.  Lars Thinggard, CEO of Milestone, and Jens Nielsen, Executive 

Vice President of Sales and Marketing of Milestone were to attend.  On or around February 12, 

2004, Mr. Nielsen ALONE met with Mr. Marchese in Michigan regarding potential business 

opportunities.  Mr. Nielsen desired to learn more about the Softsite software suite product.  

During the meeting, Mr. Marchese discussed his technology with Mr. Nielsen including that 

disclosed in a pending patent application that later matured into the „566 and „964 patents. 

 

IV. COUNT I – INFRINGEMENT OF USPN 6,891,566 

14. Defendant has made, used, offered for sale and sold in the United States, and 

continues to make, use, offer for sale and sell in the United States video surveillance software 

and systems.  Defendant‟s activities infringe, induce others (users of Milestone‟s software) to 

infringe, and/or contributorily infringe the ‟566 patent.  These activities include providing the 

Milestone XProtect IP Video Management Software to customers and instructing the customers 
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on use of the software.  As a non-limiting example, upon information and belief, Greektown 

Casino and Hotel in Detroit, Michigan, is one of those customers.  By making, using, offering for 

sale and selling technology including, but not limited to, its XProtect IP Video Management 

Software in the United States, Defendant is infringing claims of the ‟566 patent under 35 U.S.C. 

§ 271. 

15. Claim 1 of the ‟566 patent recites the following:  “A computer readable medium 

for use by a computer in providing an interface to multiple cameras via one or more video 

servers accessible to the computer via a network, comprising: a digital storage device; a user 

interface program stored on said digital storage device in computer readable form, said program 

being operable upon execution by the computer to access server data uniquely identifying each 

video server and to attempt access to the video servers over the network, said program also being 

operable to obtain from each of the accessible video servers a hardware address stored in the 

video server; wherein said program is further operable to validate the hardware addresses 

received from the video servers using the server data and, for those video servers having valid 

hardware address, said program is operable to generate a user interface display on the computer 

that includes a display window for each of the cameras accessed via the validated servers over 

the network and to display in each of the display windows an image received from the camera 

associated with that display window.” 

16. The XProtect software is “operable upon execution by the computer to access 

server data uniquely identifying each video server” as shown below. 
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17. Milestone‟s Administrators Manual also describes how one should register the 

MAC address for each camera in order to obtain a device license key. 

 

 

 

 

 

 

 

 

 

 

 

 

2:12-cv-12276-NGE-MJH   Doc # 1   Filed 05/24/12   Pg 6 of 13    Pg ID 6



 

 

6 

 

 

 

 

18. For cameras having a “valid hardware address,” Milestone‟s XProtect Software is 

“operable to generate a user interface display on the computer that includes a display window for 

each of the cameras accessed via the validated servers over the network and to display in each of 

the display windows an image received from the camera associated with that display window” as 

shown below in a photograph from the Milestone‟s XProtect User‟s Manual. 

 

 

 

 

 

 

 

 

 

 

 

19. Plaintiff has suffered damages as a result of the infringing activities of the 

Defendant, and will continue to suffer such damage as long as those infringing activities 

continue. 
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20. Defendant‟s infringement of the ‟566 patent has been and continues to be willful, 

wanton, and deliberate—with full knowledge and awareness of Plaintiff‟s patent rights.  Such 

knowledge and awareness of Plaintiff‟s technology and resulting patent rights occurred as of 

February 2004, or alternatively, Defendant has been willfully blind to Plaintiff‟s patent rights.  In 

addition, Defendant has knowledge of the „566 patent constructively through Plaintiff‟s marking 

of its products, and expressly based on the filing and service of the present lawsuit.   

21. The Plaintiff has no adequate remedy at law.  Unless enjoined by this Court, the 

Defendant will continue such willful acts of infringement, causing Plaintiff to incur substantial 

and irreparable damage. 

 

 

V. COUNT II – INFRINGEMENT OF USPN 8,185,964 

22. Defendant has made, used, offered for sale and sold in the United States, and 

continues to make, use, offer for sale and sell in the United States video surveillance software 

and systems.  Defendant‟s activities infringe, induce others to infringe, and/or contributorily 

infringe the ‟964 patent.  These activities include providing the Milestone XProtect IP Video 

Management Software to customers and instructing the customers on use of the software.  As a 

non-limiting example, upon information and belief, Greektown Casino and Hotel in Detroit, 

Michigan, is one of those customers.  By making, using, offering for sale and selling technology 

including, but not limited to, its XProtect IP Video Management Software in the United States, 

Defendant is infringing claims of the ‟964 patent under 35 U.S.C. § 271. 
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23. Claim 1 of the ‟964 patent recites the following:  “A method of controlling access 

by a computer to a video server, comprising the steps of: sending a request from the computer to 

a video server over a network; receiving at the computer from the video server a unique identifier 

stored in and identifying the video server, wherein the unique identifier is received by the 

computer over the network; determining that access to the video server is authorized by 

comparing the unique identifier received by the computer to one or more authorized unique 

identifiers; and in response to the determination, obtaining at the computer one or more images 

from the video server for displaying.” 

24. The XProtect software operates so as to “receive[] at the computer from the video 

server a unique identifier stored in and identifying the video server, wherein the unique identifier 

is received by the computer over the network” as shown below. 
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25. Milestone‟s Administrators Manual also describes how one should register the 

MAC address for each camera in order to obtain a device license key. 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

26. Milestone‟s XProtect Software “determine[es] that access to the video server is 

authorized by comparing the unique identifier received by the computer to one or more 

authorized unique identifiers; and in response to the determination, obtaining at the computer one 

or more images from the video server for displaying” as shown below in a photograph from the 

Milestone‟s XProtect User‟s Manual. 
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27. Plaintiff has suffered damages as a result of the infringing activities of the 

Defendant, and will continue to suffer such damage as long as those infringing activities 

continue. 

28. Defendant‟s infringement of the ‟964 patent, to the extent that it has continued 

after the filing and/or service of the present complaint, is and continues to be willful, wanton, 

and deliberate—with full knowledge and awareness of Plaintiff‟s patent rights.   

29. The Plaintiff has no adequate remedy at law.  Unless enjoined by this Court, the 

Defendant will continue such willful acts of infringement, causing Plaintiff to incur substantial 

and irreparable damage. 
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VI. DEMAND FOR RELIEF 

 In accordance with the foregoing, Plaintiff respectfully demands that this Court enter 

judgment: 

A. Declaring that Defendant has infringed the claims of the ‟566 patent, and 

that such infringement has been and continues to be willful; 

B. Declaring that Defendant has infringed the claims of the ‟964 patent, and 

that such infringement has been and continues to be willful; 

C. Preliminarily and permanently enjoining and restraining Defendant, its 

officers, directors, employees, agents, servants, successors and assigns, and any and all 

persons acting in privity or in concert with the Defendant, from further infringement of 

the ‟566 and ‟964 patents;  

D. Awarding Plaintiff his damages, together with prejudgment interest and 

costs, and increasing those damages to three times the amount found or assessed as 

provided by 35 U.S.C. § 284; 

E. Declaring this an exceptional case within the meaning of 35 U.S.C. § 285, 

and awarding Plaintiff his reasonable attorney‟s fees and costs and disbursements in this 

action; and 

F. Granting to Plaintiff such other and further relief as this Court deems 

reasonable. 
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VII. DEMAND FOR JURY TRIAL 

 Plaintiff respectfully demands a trial by jury of any and all issues so triable. 

 

 

 

      Respectfully submitted,  

 

      BROOKS KUSHMAN P.C. 
Dated:  May 24, 2012 

 

By:   /s/ Marc Lorelli                      

Mark A. Cantor (P32661) 

Marc Lorelli (P63156) 

Jonathan D. Nikkila (P75666) 

1000 Town Center, Twenty-Second Floor 

Southfield, Michigan 48075 

Telephone:  (248) 358-4400 

Facsimile:  (248) 358-3351 

Email:  mcantor@brookskushman.com 

        mlorelli@brookskushman.com 

        jnikkila@brookskushman.com 

 

Attorneys for Plaintiff  
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