
UNITED STATES DISTRICT COURT
EASTERN DISTRICT OF MICHIGAN

SOUTHERN DIVISION

JOSEPH ROBERT MARCHESE d/b/a
DIGITAL SECURITY SYSTEMS LLC,,

Plaintiff,

v.

MILESTONE SYSTEMS, INC., ET AL.,

Defendants.
                                                               /

Case No. 12-12276

Honorable Nancy G. Edmunds

ORDER GRANTING PLAINTIFF’S MOTION FOR LEAVE TO FILE A THIRD
AMENDED COMPLAINT [50] AND DENYING AS MOOT DEFENDANTS’ MOTIONS

TO DISMISS PLAINTIFF’S SECOND AMENDED COMPLAINT [44, 62]

This is a patent infringement case with subject matter jurisdiction arising under 28

U.S.C. § 1331 (federal question) and 28 U.S.C. § 1338 (patents).   This matter is now

before the Court on Plaintiff’s motion for leave to file a Third Amended Complaint adding

JDS Digital Security Systems LLC as a party Plaintiff.  Defendants oppose Plaintiff’s

motion, arguing that any amendment would be futile.  For the reasons stated below,

Plaintiff’s motion is GRANTED, and Plaintiff is granted leave to file its proposed Third

Amended Complaint.  In light of this decision, Defendants’ pending motions to dismiss

Plaintiff’s Second Amended Complaint (ECF Nos. 44 and 62) are DENIED AS MOOT.

I. Procedural Facts

Plaintiff’s original complaint was captioned “Joseph Robert Marchese, d/b/a JDS

Digital Security Systems LLC” and alleged that “Plaintiff Joseph Robert Marchese is the

founder, president, and does business as JDS Digital Security Systems LLC (“JDS”), a
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Michigan limited liability company having its headquarters at 59992 Ray Center Road, Ray,

Michigan 48096.”  (ECF No. 1, Compl., ¶ 1.)  That complaint further alleged that “Joseph

Robert Marchese is the owner of all right, title, and interest in the ‘566 and ‘964 patents,

including the right to recover for any and all past infringement thereof;” that “Joseph Robert

Marchese, founder and President of JDS Digital Security Systems LLC, is the sole inventor

of the ‘566 and ‘964 patents;” and “Plaintiff has suffered damages as a result of the

infringing activities of the Defendant, and will continue to suffer such damage as long as

those infringing activities continue.”  (Id. at ¶¶ 10, 12, 19, 27.)    

Plaintiff’s amended complaint for patent infringement was similarly captioned “Joseph

Robert Marchese, d/b/a JDS Digital Security Systems LLC” and alleged that “Plaintiff

Joseph Robert Marchese is the founder, President, and does business as JDS Digital

Security Systems LLC (“JDS”), a limited liability company having its headquarters at 59992

Ray Center Road, Ray, Michigan 48096.”  (ECF No. 12, Am. Compl., ¶ 1.)  That amended

complaint further alleged that “Joseph Robert Marchese is the owner of all right, title, and

interest in the ‘566 and ‘964 Patents (hereinafter the “Patents-in-Suit”), including the right

to recover for any and all past infringement thereof;” that “Joseph Robert Marchese, d/b/a

JDS Digital Security Systems LLC (hereinafter “JDS”), both designs and sells video

management software and systems;” and that “Joseph Robert Marchese, founder and

President of JDS Digital Security Systems LLC, is the sole inventor of the Patents-in-Suit.”

(Id. at ¶¶ 10, 12, 13.)  The amended complaint also alleged that “JDS and Milestone are

competitors for the sales of video management software;” that “Milestone manufactures,

imports, offers for sale, uses, and sells software and systems that infringe claims of the

Patents-In-Suit;” and subsequently alleges that “Plaintiff” (or “JDS” in ¶ 38) has suffered
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damages as a result of the infringing activities of the Defendant and will continue to suffer

such damages as long as those infringing activities continue.”  (See, e.g., id. at ¶¶ 16, 21,

39, 46-47, 73, 87-88, 113, 125-126.)           

On December 20, 2012, the parties stipulated that Plaintiff may file a second amended

complaint adding Milestone Systems A/S, a Danish company, as a party Defendant (ECF

No. 29).  That second amended complaint is similarly captioned “Joseph Robert Marchese,

d/b/a JDS Digital Security Systems LLC” and alleged that “Plaintiff Joseph Robert

Marchese is the founder, President, and does business as JDS Digital Security Systems

LLC (“JDS”), a limited liability company having its headquarters at 59992 Ray Center Road,

Ray, Michigan 48096.”  (ECF No. 50, 2d Am. Compl., ¶ 1.)  That amended complaint

further alleged that “Joseph Robert Marchese is the owner of all right, title, and interest in

the ‘566 and ‘964 Patents (hereinafter the “Patents-in-Suit”), including the right to recover

for any and all past infringement thereof;” that “Joseph Robert Marchese, d/b/a JDS Digital

Security Systems LLC (hereinafter “JDS”), both designs and sells video management

software and systems;” and that “Joseph Robert Marchese, founder and President of JDS

Digital Security Systems LLC, is the sole inventor of the Patents-in-Suit.” (Id. at ¶¶ 14, 16-

17.)  The second amended complaint also alleges that “JDS and Milestone are competitors

for the sales of video management software (id. at ¶ 20);” that “Milestone manufactures,

imports, offers for sale, uses, and sells software and systems that infringe claims of the

Patents-In-Suit (id. at ¶ 25);” and subsequently alleges that “Plaintiff” (or “JDS” in ¶ 42) has

suffered damages as a result of the infringing activities of the Milestone, and will continue

to suffer such damages as long as those infringing activities continue.”  (See, e.g., id. at ¶¶

32, 43, 50-51, 77, 91-92, 117, 129-30.)
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Defendants subsequently filed motions to dismiss (ECF Nos. 44 and 62) arguing that

Plaintiff’s Second Amended Complaint for patent infringement should be dismissed

because (1) it was impossible to determine whether Joseph Robert Marchese or JDS

Digital Security Systems LLC was the Plaintiff; and (2) it failed to allege facts showing that

either Joseph Robert Machese or JDS Security Systems LLC had standing to bring the

asserted patent infringement claims.           

This matter is now before the Court on Plaintiff Joseph Robert Marchese’s motion for

leave to file a Third Amended Complaint, pursuant to Federal Rules of Civil Procedure

15(a) and 17(a)(3), that includes JDS Digital Security Systems LLC as a party Plaintiff and

provides additional factual allegations showing that both Marchese and JDS have standing

to sue for patent infringement.  Defendants respond that leave to amend should be denied

because any amendment would be futile.  Specifically, Defendants argue that (1) the

original Plaintiff never had standing to sue and thus this Court lacks subject matter

jurisdiction to consider Plaintiff’s motion for leave to amend; and (2) even if allowed, the

proposed amendments fail to allege facts that establish Plaintiffs’ standing to sue for patent

infringement.1  This Court disagrees with Defendants, and GRANTS Plaintiff’s motion.

II. Analysis

As to motions for leave to amend a complaint, the law is well-established that “[t]he

court should freely give leave when justice so requires.”  Fed. R. Civ. P. 15(a)(2). 

However, a motion to amend “should be denied if the amendment is brought in bad faith, 

for dilatory purposes, results in undue delay or prejudice to the opposing party, or would

1Defendant Milestone Systems A/S joins in Milestone’s response (ECF No. 62).  
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be futile.” Colvin v. Caruso, 605 F.3d 282, 294 (6th Cir. 2010) (quoting Crawford v. Roane,

53 F.3d 750, 753 (6th Cir. 1995)).  

Defendants argue here that Plaintiff’s proposed amendment would be futile.  “A

proposed amendment is futile if the amendment could not withstand a Rule 12(b)(6) motion

to dismiss.”  Riverview Health Inst., LLC v. Med. Mut. of Ohio, 601 F.3d 505, 512 (6th Cir.

2010) (quoting Rose v. Hartford Underwriters Ins. Co., 203 F.3d 417, 420 (6th Cir. 2000)). 

To analyze Defendants’ futility arguments, it is necessary to consider who has

standing to bring a patent infringement suit.  “It is well-settled that ‘[o]nly a patent owner or

an exclusive licensee can have constitutional standing to bring an infringement suit; a non-

exclusive licensee does not.’”  Spine Solutions, Inc. v. Medtronic Sofamor Danek USA, Inc.,

620 F.3d 1305, 1317 (Fed. Cir. 2010) (quoting Mars, Inc. v. Coin Acceptors, Inc., 527 F.3d

1359, 1367 (Fed. Cir. 2008) (emphasis added).  Moreover, “[t]o be an exclusive licensee

for standing purposes, ‘a party must have received, not only the right to practice the

invention within a given territory, but also the patentee’s express or implied promise that

others shall be excluded from practicing the invention within that territory as well.’”  Id.

(quoting Mars, Inc., 527 F.3d at 1367) (emphasis added).  “‘If the party has not received

an express or implied promise of exclusivity under the patent, i.e., the right to exclude

others from making, using, or selling the patented invention,’ the party has only a ‘bare

license’ – and a ‘bare license to sell an invention in a specified territory, even if it is the only

license granted by the patentee, does not provide standing without the grant of a right to

exclude others.’”  Id. (quoting Rite-Hite Corp. v. Kelley Co., 56 F.3d 1538, 1551 (Fed. Cir.

1995) (en banc).  

A. Plaintiff Marchese Has Standing to Bring Patent Infringement Claims
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As stated above, Defendants raise two futility arguments.  The first argues that

Plaintiff’s proposed amendment is futile because the failure to name a Plaintiff with standing

to bring a patent infringement action from the outset cannot be cured.  This argument

ignores that Plaintiff’s original and subsequently amended complaints allege that Joseph

Robert Marchese, the individual, was the Plaintiff and is the owner of the Patents-in-Suit. 

Thus, as recognized in Spine Solutions, he has constitutional standing to bring a patent

infringement action.  See Spine Solutions, 620 F.3d at 1317.  

Despite Defendants’ arguments to the contrary, the original and amended complaints

each identify Plaintiff Marchese as the Plaintiff who is bringing “his Complaint.”  (ECF No.

1, Compl. at 1; ECF No. 12, Am. Compl. at 1; ECF No. 30 & 32, 2d Am. Compl. at 1.)  The

original and amended complaints also identify Marchese as the “owner” of the Patents-in-

Suit and claim that he is entitled to “his damages.”  (ECF No. 1, Compl. at ¶ 10, Demand

for Relief at ¶ D; ECF No. 12, Am. Compl. at ¶ 10, Demand for Relief at ¶ D; ECF No. 30

& 32, 2d Am. Compl. at ¶ 14; Demand for Relief at ¶ D.)  

The Amended and Second Amended Complaints also identify Marchese, when doing

business as JDS, as “JDS.”  (ECF No. 12, Am. Compl. at ¶ 12; ECF No. 30 & 32, 2d Am.

Compl. and Am. 2d Am. Compl. at ¶ 16:  “Joseph Robert Marchese, d/b/a JDS Digital

Security Systems LLC (hereinafter ‘JDS’).”)  Despite Defendants’ arguments to the

contrary, this use of “JDS” did not preclude Defendants from knowing that Marchese was

the Plaintiff who was bringing this action against it.2  Indeed, Defendant Milestone’s Answer

2The same is true of Plaintiff’s mistake in filing a corporate disclosure form with his
earlier complaint.  Defendant Milestone cites no authority holding that filing such a form
would preclude the filing of an amended complaint under the circumstances presented
here.  
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to Plaintiff’s Amended Complaint and its motion to extend time to answer Plaintiff’s Second

Amended Complaint both identify Marchese as the Plaintiff and refute its argument that it

was confused about who was bringing suit against it for patent infringement.  (ECF No. 15,

Ans. to Am. Compl. at 1; ECF No. 37 at 4 stating that “[t]his is an action by Plaintiff, Joseph

Robert Marchese (“Plaintiff”), alleging infringement of two U.S. patents . . . .”)

The Court also rejects Defendants’ arguments that Marchese’s use of the phrase

“Joseph Robert Marchese d/b/a Digital Security Systems, LLC” violates Federal Rule of

Civil Procedure 10 and creates a fatal defect that cannot be cured by an amendment.3 

First, Plaintiff Marchese is not seeking to substitute JDS in as the party bringing suit against

Defendants.  Marchese was identified as the Plaintiff in the original complaint and remains

a Plaintiff in the proposed Third Amended Complaint.  Rather than substitute party plaintiffs,

Plaintiff Marchese seeks leave to add JDS as an additional Plaintiff because JDS is an

exclusive licensee and thus a “real party in interest” that should be joined in this patent

infringement action.  See Fed. R. Civ. P. 15(a)(2); 17(a)(3).  Plaintiff Marchese’s proposed

Third Amended Complaint also adds factual allegations showing that Marchese and JDS

both have standing to sue, i.e., as the owner of the Patents-in-Suit and as the exclusive

licensee of the Patents-in-Suit, respectively.  This Court rejects Defendants’ arguments that

Rules 15(a)(2) and 17(a)(3) do not allow Plaintiff to amend his complaint to add JDS as a

party Plaintiff, and Defendants’ reliance on case law addressing the propriety of amending

a complaint to substitute one plaintiff for another is misplaced.  

3Rule 10(a) addresses the caption for pleadings and provides, in pertinent part, that
“[e]very pleading must have a caption with the court’s name, a title, a file number, and a
Rule 7(a) designation.  The title of the complaint must name all the parties. . . .”  Fed. R.
Civ. P. 10(a).
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Second, there is nothing in Rule 10(a) that precludes this Court from granting Plaintiff

leave to file his proposed amended complaint.  Rule 10(a) addresses the caption on a

pleading; and, as Defendant Milestone concedes, “a technical defect in a caption does not,

by itself, deprive the court of jurisdiction if the body of the complaint makes clear who the

intended plaintiff is.”  (ECF No. 44, Def. Milestone’s Mot. to Dismiss at 8, citing Tyrolf v.

Veterans Admin., 82 F.R.D. 372 (C.D. La. 1979) (emphasis added).)  As the Tyrolf court

observed, “[n]otwithstanding the requirement that a pleading be appropriately captioned,

a defective caption does not deprive the court of its power to look beyond the caption to

determine jurisdiction.”  82 F.R.D. at 374-75.  See also Blanchard v. Terry & Wright, Inc.,

331 F.2d 467 (6th Cir. 1964) (observing that the Sixth Circuit “regard[ed] the failure to name

the United States a party plaintiff in the original complaint at most a formal irregularity,

which ought not to affect the jurisdiction of the District Court.”).  A respected treatise

summarizes these general legal principles as follows:

     Although helpful to the district court, the contents of the caption usually are
not considered a part of the pleader’s statement of the claim or the response
thereto for purposes of applying the pleading rules.  Moreover, the caption is not
determinative as to the identity of the parties to the action or the district court’s
personal jurisdiction over the defendant or its subject matter jurisdiction.  A very
common defect in the caption is a misnomer regarding a party or an erroneous
designation of the capacity in which a party is suing or being sued, or the
identification of something that is not a legal entity.

     If the body of the complaint correctly identifies the party being sued or if the
proper person actually has been served with the summons and complaint,
federal courts generally will allow an amendment under Rule 15 to correct
technical defects in the caption when that is thought necessary.  This corrective
action seems appropriate inasmuch as a defective caption or even its complete
absence is merely a formal error and never should be viewed as a fatal defect,
particularly when it can be remedied early in the action.  Moreover, allowing the
defect to be corrected is consistent with the spirit of the federal rules in general
and with Rule 8(f) in particular.
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5A Charles Alan Wright & Arthur R. Miller, Federal Practice & Procedure § 1321 at 388-392

(3d ed. 1998) (emphasis added and footnotes omitted).  As discussed above, the body of

Plaintiff’s original and subsequently amended complaints allege that Marchese is the

Plaintiff, that this is “his” complaint, and that Plaintiff seeks “his” damages. 

The Court now addresses and rejects Defendants’ second futility argument – that JDS

cannot be added as a Plaintiff because it is not an exclusive licensee that has standing to

bring patent infringement claims.

B. Proposed Allegations Are Sufficient As to JDS’s Standing to Sue  

Defendants argue that Plaintiff’s proposed Third Amended Complaint seeking to add

JDS as a Plaintiff is futile because it insufficiently alleges that JDS is an exclusive licensee. 

Plaintiff’s proposed amended complaint alleges, in part, that:

Joseph Robert Marchese is the owner of all right, title, and interest in the ‘566
and ‘964 Patents (hereinafter “Patents-in-Suit”), including the right to recover for
infringement thereof.  Mr. Marchese does business as a sole member LLC, JDS
Digital Security Systems, Inc.  Plaintiff Marchese has provided Plaintiff JDS
Digital Security Systems LLC the exclusive license to make, have made, use and
sell products and methods under the Patents-in-Suit, which includes the promise
that others shall be excluded from using the inventions of the Patents-in-Suit.

(Pl.’s Mot., Ex. A, 3d Am. Compl. at ¶ 14.)  Defendants’ futility argument is rejected.

As Plaintiff correctly notes, this Court is currently considering his Rule 15(a)(2) motion

for leave to file an amended complaint and not a motion to dismiss brought by Defendants

for lack of standing under Rule 12(b)(1).  Accordingly, the standard for futility is whether the

proposed amendment can survive a Rule 12(b)(6) motion to dismiss; not the standard of

review applied to a Rule 12(b)(1) factual, as opposed to facial, challenge to the Court’s

subject-matter jurisdiction.  See Apex Digital, Inc. v. Sears Roebuck & Co., 572 F.3d 440,

444 (7th Cir. 2009) (observing that “[t]he law is clear that when considering a motion that
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launches a factual attack against jurisdiction, the district court may properly look beyond

the jurisdictional allegations of the complaint and view whatever evidence has been

submitted on the issue to determine whether in fact subject matter jurisdiction exists.”)

(internal quotation marks and citations omitted).  

Applying the proper Rule 12(b)(6) standard for futility, which requires the Court to

accept all the factual allegations in that amended complaint as true, this Court concludes

that Plaintiff’s proposed amendments would not be futile.4  As acknowledged in Spine

Solutions and Mars, Inc., an exclusive license can be express or implied (de facto).  It need

not be in writing to confer standing on the exclusive licensee.  See Spine Solutions, 620

F.3d at 1317; Mars, Inc., 527 F.3d at 1367.

C. Allowing Amendment Will Not Unduly Prejudice Defendants

Finally, Defendants argue that they will be prejudiced if the amendment is allowed and

it is subsequently determined that JSD is not an exclusive licensee of the Patents-in-Suit

but has already gained access to Defendants’ sensitive financial and technical information

that should not be seen by a competitor.  (Def. Milestone’s Resp. at 12-13.)  The Court

rejects Defendants’ prejudice argument.  As Plaintiff points out, a Stipulated Protective

Order has been entered in this case that includes an “Attorneys’ Eyes Only” designation

to limit access to this type of information [ECF No. 42].  If an additional protective order is

required, the Court is confident that the parties will prepare one.  

D. Defendants’ Motions Seeking Dismissal Are Denied As Moot

4This does not preclude Defendants from pursuing their suspicions of whether and
when JDS became an exclusive licensee of the Patents-in-Suit and subsequently filing a
Rule 12(b)(1) or summary judgment motion.  No such motion, however, is presently before
the Court.
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In light of this Court’s decision to grant Plaintiff leave to file the proposed Third

Amended Complaint, Defendants’ pending motions to dismiss Plaintiff’s Second Amended

Complaint (ECF Nos. 44 and 62) are DENIED AS MOOT.  

III. Conclusion

For the above-stated reasons, Plaintiff’s motion for leave to file a Third Amended

Complaint [50] is GRANTED, and Defendants’ motions to dismiss Plaintiff’s Second

Amended Complaint [44, 62] are DENIED AS MOOT.     

       

s/Nancy G. Edmunds                                              
Nancy G. Edmunds
United States District Judge

Dated:  June 21, 2013

I hereby certify that a copy of the foregoing document was served upon counsel of record
on June 21, 2013, by electronic and/or ordinary mail.

s/Johnetta M. Curry-Williams                                    
Case Manager

    Acting in the Absence of Carol Hemeyer
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